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            In a Final Office Action dated November 18, 2013, the U.S. Patent and Trademark Office

maintained and made final the refusal to register the mark BOOKING.COM on the basis that the mark

is alleged to be generic.  Applicant submits that BOOKING.COM is not generic and, to the extent the

mark is considered descriptive, the evidence of acquired distinctiveness submitted by Applicant proves

that the mark has acquired secondary meaning and is entitled to registration on the Principal Register

under Section 2(f). 
 

I.          BOOKING.COM is inherently distinctive
 

A mark is “merely descriptive” of the goods and services if it would immediately convey to one seeing

or hearing it the thought of the product.  In re American Soc’y of Clinical Pathologists, Inc., 169

U.S.P.Q. 800, 801 (C.C.P.A. 1971).  Conversely, “if the mental leap between the word and the

product’s attributes is not almost instantaneous, this strongly indicates suggestiveness, not direct

descriptiveness.”   J. Thomas McCarthy, 2 McCarthy on Trademarks § 11:67 (4th ed. 1999, Rev.

3/2008) (emphasis supplied); In re Tennis in the Round, Inc., 199 U.S.P.Q. 496, 497 (T.T.A.B. 1978)

(TENNIS IN THE ROUND found not to be descriptive of tennis facilities); Hasbro, Inc. v. Lanard Toys,

Ltd., 858 F.2d 70 (2d Cir. 1988) (GUNG-HO found to be suggestive rather than descriptive of a cartoon-



based toy action doll); Tanel Corp. v. Reebok Int’l, Ltd., 774 F. Supp 49 (D. Mass. 1990) (360º not

descriptive of sports shoes).  Applicant submits that the term BOOKING (and certainly the actual mark

for which registration is sought, BOOKING.COM) lacks significance with the relevant purchasing

public other than as a trademark designating one of the most highly trusted (if not the most highly

trusted) on-line travel agencies in the United States.  Stated differently, and even assuming it is fair to

dissect the mark into constituent elements, any meaning of the term BOOKING that would be relevant

to the average purchasers in the United States, with respect to the services identified in the application,

would not be forthwith understood immediately with any particularity —the relevant standard.  See In

re Stereotaxis, Inc., 429 F.3d 1039 (Fed. Cir. 2005) (emphasis added); TMEP § 1209.01(b); In re Major

League Baseball Properties, Inc., Serial Nos. 78/183,355 and 78/183,381 (T.T.A.B. March 2, 2005)

(non-precedential).   

Instead, BOOKING.COM is inherently ambiguous as “booking” can refer to many different things,

including entertainment bookings, theatrical bookings and criminal bookings, as well as a slang usage

for being bookish.  The primary (and only) definition for “BOOKING” in the Collins American

Dictionary  is “[a]n engagement, as for a lecture or concert.”   Exhibit A.  Consumers could reasonably

perceive BOOKING.COM as suggesting a website relating to entertainment performances, not a

website related to travel agency services. Therefore, the mark BOOKING.COM does not immediately

convey to consumers the thought of hotel reservations services or Applicant’s various travel agency

services, strongly suggesting that the mark is suggestive rather than merely descriptive. 

Further, in all of the website evidence attached to the Office Action, the term “BOOKING” is modified

or clarified with other wording, such as hotel-booking website, reservation-booking website, or travel-

booking website.  This further suggests that the term “BOOKING” on its own is vague and ambiguous

and does not convey any information regarding Applicant’s services with any degree of particularity,

hence requiring the clarifying language.  See In re Entenmann’s, Inc., 15 U.S.P.Q.2d 1750 (TTAB

1990) (a descriptive mark must describe the goods or services with “some particularity”).   For these

reasons, Applicant submits that the wording in the mark is suggestive of the underlying services, not

merely descriptive.

Applicant respectfully submits that the Examining Attorney has not established a prima facie case that

the mark BOOKING.COM is merely descriptive of Applicant’s services and therefore requests that the

refusal be withdrawn.  In any event, where doubt exists as to whether a mark is descriptive, such doubt



should be resolved in favor of the applicant.  In re International Taste, Inc., 53 USPQ2d 1604 (TTAB

2000).  Accordingly, even if there is doubt as to the inherent distinctiveness of the mark

BOOKING.COM, this doubt should be resolved in Applicant's favor and the descriptiveness refusal

should be withdrawn.
 

II.        BOOKING.COM is Not Generic
 

The question of whether a claimed mark is generic is a question of fact. In re Reed Elsevier Props., Inc.,

482 F.3d 1376, 1378, 82 U.S.P.Q.2d 1378 (Fed Cir. 2007). The burden to establish the fact of

genericness rests squarely on the Examining Attorney. In re Merrill, Lynch, Pierce, Fenner & Smith,

Inc., 828 F.2d 1576, 1571 (Fed. Cir. 1987). The Examining Attorney must satisfy that burden by clear

evidence. Trademark Manual of Examining Procedure 1209.01(c)(i) (8th Ed., revised April 2013)

(“The Examining Attorney has the burden of proving that a term is generic by clear evidence.”).

The Supreme Court has explained that to demonstrate whether a claimed mark is generic, the relevant

inquiry is whether the “ primary significance of the term in the minds of the consuming public is not the

product but the producer.” Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 118 (1938) (emphasis

added). “A generic term is one that does not distinguish the goods of one producer from the goods of

others. Instead, it is one that either by definition or through common use ‘has come to be understood as

referring to the genus of which the particular product is a species.’” Keebler Co. v. Rovira Biscuit

Corp., 624 F.2d 366, 373-74 (1st Cir. 1980) (quoting Abercrombie & Fitch Co. v. Hunting World, Inc.,

537 F.2d 4, 9 (2d Cir. 1976).).  As Professor McCarthy alternately has put it, “A mark answers the

buyer’s question ‘Who are you? Where do you come from? Who vouches for you? But the [generic]

name of the product answers the question ‘What are you?’” J. Thomas McCarthy, McCarthy on

Trademarks and Unfair Competition, § 12:01 (4th ed. 2009).

The Federal Circuit has explained that “[t]he critical issue in determining genericness is whether

members of the relevant public primarily use or understand the designation sought to be registered or

that is already registered to refer to the genus or category of goods in question.” Resolution of the issue

“involves a two-step inquiry: First, what is the genus of goods or services at issue? Second, is the term

sought to be registered . . . understood by the relevant public primarily to refer to that genus of goods or

services." H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 990, 228 U.S.P.Q.



528, 530 (Fed. Cir. 1986).

More specifically, the Examining Attorney must show that the “primary significance” of

BOOKING.COM “to the relevant consuming public” is to designate the services identified in the

application, namely:
Arranging of tours and arranging of tours online; reservation and sale of
travel tickets and online reservation and sale of travel tickets; information,
advice and consultancy regarding the arranging of tours and the
reservation and sale of travel tickets; provision of information relating to
travel and travel destinations; travel and tour agency services, namely,
travel and tour ticket reservation services; travel agency services; tourist
agency services; providing online travel and tourism services, namely,
providing online travel and tour ticket reservation services, online travel
agency services, online tourist agency services and providing online
information relating to travel and travel destinations.
 
Making hotel reservations for others; holiday accommodation reservation
services and resort reservation services, namely, providing hotel room
reservation services and resort hotel reservation services and providing
online hotel and resort hotel room reservation services; providing
information about hotels, holiday accommodations and resorts
accommodations, whether or not based on the valuation of customers;
providing information, advice and consultancy relating making hotel
reservations and temporary accommodation reservations; providing online
information, advice and consultancy relating making hotel reservations
and temporary accommodation reservations
 

See, e.g., Magic Wand, Inc. v. RDB, Inc., 940 F.2d 638, 641-42, 19 U.S.P.Q.2d 1551, 1554 (Fed. Cir.

1991).

            The basis for the Examining Attorney’s position that the mark BOOKING.COM is generic for

Applicant’s services is articulated as follows: “In the present case, the identification, and thus the

genus, is booking services including online booking services.”   (Office Action dated November 18,

2013). 

There are a number of flaws in this conclusory and circular statement of fact and law.  First, Applicant

disagrees with the Examining Attorney’s conclusion that its services are properly classified as

“booking services,” and the Examining Attorney has not even explained what this class of services is. 

Second, the Examining Attorney has not met her burden to prove that the mark BOOKING.COM is

generic by clear and convincing evidence.  Third, the authorities cited by the Examining Attorney are

distinguishable and do not support the conclusion that BOOKING.COM is generic.  Finally, Applicant

has submitted compelling evidence that BOOKING.COM has acquired distinctiveness in the



marketplace and the mark is eligible for registration on that basis.  
 

A.        Applicant’s Services are Not Properly Classified as “Booking Services”            

            Applicant has applied to register BOOKING.COM for:
Arranging of tours and arranging of tours online; reservation and sale of
travel tickets and online reservation and sale of travel tickets; information,
advice and consultancy regarding the arranging of tours and the
reservation and sale of travel tickets; provision of information relating to
travel and travel destinations; travel and tour agency services, namely,
travel and tour ticket reservation services; travel agency services; tourist
agency services; providing online travel and tourism services, namely,
providing online travel and tour ticket reservation services, online travel
agency services, online tourist agency services and providing online
information relating to travel and travel destinations.

Making hotel reservations for others; holiday accommodation reservation
services and resort reservation services, namely, providing hotel room
reservation services and resort hotel reservation services and providing
online hotel and resort hotel room reservation services; providing
information about hotels, holiday accommodations and resorts
accommodations, whether or not based on the valuation of customers;
providing information, advice and consultancy relating making hotel
reservations and temporary accommodation reservations; providing online
information, advice and consultancy relating making hotel reservations
and temporary accommodation reservations

 

            The genus of Applicant’s services are “travel agency services.”   Applicant’s services include a

suite of travel agency, consultation and information services that are provided in person and online. 

These services include: arranging tours; soliciting consumer feedback about accommodation providers,

aggregating that feedback and providing information about accommodations based on that feedback;

providing travel information generally; providing information about travel destinations; providing

consulting services to accommodations providers; and consultation services related to travel agency

services. 

While an aspect of applicant’s travel agency services relate to making reservations for transportation,

travel, tours, and accommodations, this is only one aspect of Applicant’s services – and it is clearly not

the genus of the services covered by this application.  It is not accurate or appropriate to pigeonhole

Applicant’s services into the narrow classification of “booking” services.  Applicant respectfully

disagrees with the Examining Attorney’s classification of its services as “booking” services and

submits that the conclusion is unfounded based on the plain language of the identification of services



covered by the application.  The Examining Attorney has made no effort to explain or justify this

redefinition of Applicant’s services.  For these reasons, Applicant requests that the refusal based on the

misplaced conclusion that Applicant’s services are “booking” services, and that BOOKING.COM is a

generic term for these services, be withdrawn.    

Moreover, the Examining Attorney has not explained (and Applicant does not know) what is meant or

encompassed by “booking services.”   Because of the ambiguity of the word booking, this could be a

service of engaging theatrical performers or performances; it could be a service of demonstrating

charges against criminal defendants; it could have something to do with travel reservations, but it also

could be a service to buyers or sellers of stock option or futures the ability at a future date to determine

the cash price of a forward sales agreement.  It could have something to do with being bookish.  It could

be some combination of these services, but it surely is not a term of art or accepted usage.  It appears to

be a term the Examining Attorney has created from whole cloth for no other purpose than to provide

part of the analytical basis for denying registration of Applicant’s mark.  There is no evidence

whatsoever it is recognized by anyone, anywhere as a classifications of services or goods.

Booking.com is now one of the most trusted and popular travel sites for United States consumers, if not

the most trusted and popular travel sites in the United States.  Refusing to protect Applicant’s mark

encourages third parties to trade on that reputation and will lead to consumer confusion.  “The

trademark laws exist not to ‘protect’ trademarks, but . . . to protect the consuming public from

confusion, concomitantly protecting the trademark owner’s right to a non-confused public.”   James

Burroughs, Ltd. v. Sign of the Beefeater, Inc., 540 F.2d 266, 276, 192 U.S.P.Q. 555, 563 (7th Cir. 1976)

(Markey, J. sitting by designation).  For example, the concern with preventing confusion lay at the heart

of the Board’s signal decision in In re Diamond Walnut Growers, Inc., 204 U.S.P.Q. 507 (T.T.A.B.

1979), determining that a jointly owned mark should be registered so as to protect applicants’ - and

consumers’ - shared interests in preventing confusion and deception of trusting purchasers.  Protection

of consumers as well as Applicant’s enormous investment in its uniquely respected mark thus counsels

in favor of passing the mark BOOKING.COM & Design to registration.

Judge Posner noted in Ty, Inc. v Softbelly’s Inc., 353 F.3d 528 (7th Cir. 2003), that “To determine that

a trademark is generic and thus pitch it into the public domain is a fateful step.”   Id. at 531.  For the

Examining Attorney to conclude that the United States consumer-ranked most trusted travel website is



not permitted to protect the millions of dollars it has invested in its name is a step that should not be

lightly taken.  We submit that the Examining Attorney has not met her burden to prove by clear

evidence that the trademark BOOKING.COM is generic. 
 

B.        Examining Attorney has Not Met Burden of Proving By “Clear Evidence” that the mark

BOOKING.COM is generic.
 

The Examining Attorney has the burden of proving a term is generic by clear and convincing evidence. 

In re Merrill, Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1576, 1571 (Fed. Cir. 1987).  The

Examining Attorney must prove (1) that the term applied for is the genus of the goods/services covered

by the application, and (2) that the term sought to be registered is understood by the relevant public

primarily to refer to that genus of goods/services.  The Examining Attorney has not met her burden on

either of these points.

The evidence cited in the Office Action consists of:

(1) printouts from websites using the term “booking” to refer to reservations (the majority of which are

modified by terms such as “hotel” or “travel” to clarify the meaning of the inherently ambiguous term

“booking”),
(2) A dictionary definition of “booking” from Yahoo! Education in which the primary definition listed
for “booking” is “to list or register in or as if in a book.”   The definition of “booking” as meaning
“reservation” is the third definition provided which is prima facie evidence that the Examining
Attorney’s meaning does not represent the primary significance of “Booking” to the American public;
(3) A dictionary definition from Collins English Dictionary identifying “Booking” as meaning “a
reservation as of a table or room in a hotel, seat in a theatre, or seat on a train, aircraft, etc.”   This
definition represents the British significance of “Booking” and is irrelevant to the primary significance
of the term to the American public.  Had the Examining Attorney consulted the Collins American
Dictionary, he would have seen that the primary significance of “Booking” for the relevant American
consumers is “[a]n engagement, as for a lecture or concert.”   See previously attached Exhibit A;

(4) A dictionary definition of “booking from MacMillan Dictionary;
(5)  A dictionary definition from Merriam-Webster Online dictionary in which the primary meaning is
“an arrangement for a person or group (such as a singer or band) to perform at a particular place”;
again, not the services sought by Applicant;

(6) A dictionary definition from Dictionary.com in which the primary meaning is “a contract,

engagement or scheduled performance of a professional entertainer.”

(7) A dictionary definition from Cambridge Dictionaries Online for the British meaning of “Booking”

which, again, is irrelevant to the question of how American consumers will perceive the mark;

(8) An entry from POETS Web, http://poets.notredame.ac.jp... (it is unclear from the record what this



website is or why it can be relied on as evidence of the American public’s perception of the mark

BOOKING.COM given that the URL includes the country code for Japan).  In any event, the primary

definition listed on this website is, again, as an “engagement… (employment for performers or

performing groups that lasts for a limited period of time).”

(9) Dictionary definitions for “.com.”

(10)  Printouts from Applicant’s website, which clearly show the difference between the use of the

trademark BOOKING.COM and any descriptive use of “booking” alone.

(11) Registrations for various marks which contain “booking services” in the identification of services

– again with the inherently ambiguous term “booking” clarified by additional wording such as hotel-

booking services or travel-booking services.  If “booking” were indeed a genus of services, then

“booking services” would be an acceptable identification of services for trademark registrations; but it

is not. 

Conspicuously absent is any dictionary definition of BOOKING.COM (or even “booking”). [1]  Nor is

there any evidence that the relevant public primarily understands the mark “BOOKING.COM” to refer

to any genus of goods or services.  It is scarcely imaginable that a consumer, wishing to speak to his or

her human travel agent, might say “I am going to call my BOOKING.COM” or “I am going to drive

over to the BOOKING.COM to pick up my tickets.”   Likewise, there is no evidence that consumers in

the online world refer to any of the many competing travel sites such as Travelocity, Expedia, Orbitz, or

any others, as “Booking.coms” or even “Bookings.”   Similarly, there is no evidence that travel agents

in the bricks and mortar world or the online world call themselves “Booking.coms” or even

“Bookings.”

Also conspicuously absent is any evidence of a competitive need for third parties to use Applicant’s

mark BOOKING.COM.  The major reasons for not protecting generic terms as marks are: (1) to prevent

the owner of a mark from inhibiting competition in the sale of particular goods; and (2) to maintain

freedom of the public to use the language involved, thus avoiding the possibility of harassing

infringement suits by the registrant against others who use the mark when advertising or describing their

own products.  15 U.S.C. §1052.  Here, the record is devoid of any evidence that Applicant’s

competitors need to use BOOKING.COM to adequately describe their own services. 

Not one of the uses cited by the Examining Attorney shows use of the actual composite term that is the



actual trademark, BOOKING.COM.  The United States Supreme Court has held, and it has always been

an the unquestioned first principle of trademark law, that “The commercial impression of a trade-mark

is derived from it as a whole, not from its elements separated and considered in detail. For this reason it

should be considered in its entirety…”  Estate of P.D. Beckwith, Inc. v. Comm’r of Patents, 252 U.S.

538, 545-46 (1920); In re Hutchinson Technology, 852 F.2d 552 (Fed. Cir. 1988) (Board erroneously

failed to consider the term HUTCHINSON TECHNOLOGY as a whole).  The Examining Attorney has

at no point sought to reconcile her views with this first principle of trademark law.  Indeed, because the

trademark also serves as a URL, it must by definition point to only one unique address on the internet. 

As a matter of law, it could not function even as a URL (much less as a trademark) if others could use

the term to refer to an entire genus of services.  Although Applicant recognizes that the PTO has long

held that the TLD “.com” itself has no source indicating function, Applicant is not seeking rights in that

designation.  Rather, it is seeking to register the composite term BOOKING.COM.  Although the

element .com may, in and of itself, have no source indicating function, that is not the same as saying it

has no meaning whatsoever.  It plainly does have meaning, and where the element is used as part of a

composite term it plainly does add meaning to the composite term – in some instances thoroughly

transforming the source-indicating function of a word.  For instance, “Amazon” is a river (or to classics

scholars a tribe of wild women).  However, the composite term “Amazon.com” is immediately

recognizable as one of the leading on-line merchants.  So too, the word “staples” means either basic

necessities or small metal fasteners, but Staples.com uniquely refers to an office supply store.  The

pretense that the four characters “.com” in BOOKING.COM can simply be ignored does violence to

the English language and to simple common sense. 

Bearing in mind that the analysis of genericness is a question of fact, the format of trademarks as

domain names virtually assures that the term cannot become generic because, by definition, only one

entity can use that name.  Indeed, the very fact that the top-level domain .com signifies to the public that

the user of the domain name is a commercial entity (thus depriving that designation “.com” alone of

source identifying significance) makes it virtually impossible, conceptually, for that single commercial

entity to designate an entire genus of goods or services.  Thus, by example, the descriptive term

“dictionary” is likely generic, but adding to it the TLD designation “.com” immediately signifies to the

public that the user of the domain name is a commercial entity.  Not surprisingly, the PTO has

registered DICTIONARY.COM and dozens of other similar names (several of which are noted below). 



The very premise of the holding in In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d

1370, 1371 (Fed. Cir. 2004), is that the term .com does have a descriptive meaning.  The Examining

Attorney disregards the actual basis of the decision and strips all meaning from the term, such that it is

no longer even part of the mark.  Consistent with Oppedahl & Larson, Applicant is prepared to disclaim

“.COM” as part of the mark as a whole.

Likewise, the Examining Attorney has not addressed the fact that combinations of even generic

elements can be highly distinctive.  One of the most famous and valuable trademarks in the world is

COCA-COLA, yet it is simply the combination of the generic name for a plant and the generic name for

a nut (or a soft drink made from that nut).[2]  So too, the Board has recognized that even a punctuation

mark can materially alter the meaning of a term.  See Guitar Straps Online, LLC, 103 U.S.P.Q.2d 1745

(T.T.A.B. 2012) (finding that the addition of a question mark to the mark GOT STRAPS changed the

commercial impression of the mark as a whole).  Even if the word “booking” alone were assumed (for

argument’s sake) to be entirely descriptive and “.com” were deemed not to add one iota to the

distinctiveness or trademark significance of the term, the question posed in genericness cases is quite

different, or as stated in Marvin Ginn, the question is "What do the buyers understand by the word for

whose use the parties are contending."  The specific word claimed as a mark must be assessed.

Timelines Inc., supra (generic use of the word “timeline” did not render generic actual trademark

TIMELINES).  The actual term Applicant is seeking to register is BOOKING.COM not “Booking,”

and if buyers do not understand the difference between the noun “booking” or the verb “to book” and

the internet site and trademark BOOKING.COM, Applicant could not likely remain in business, let

alone be the top-rated travel site.

None of the third-party uses of “booking” cited by the Examining Attorney describe Applicant’s travel

agency services related to arranging tours, soliciting consumer feedback and providing information

based on that feedback about accommodations, providing travel information generally, providing

information about travel destinations, providing consulting services to accommodations providers, or

consultation services related to travel agency services.  Accordingly, these printouts do not establish that

BOOKING.COM is a generic term for Applicant’s services.  

The Examining Attorney has failed to meet the burden of proving by clear and convincing evidence that

BOOKING.COM is generic, and the disclaimer requirement should be withdrawn.
 



C.        The Authorities Relied Upon by the Examining Attorney are Distinguishable.
 

            The Examining Attorney cites to a string of “.com” cases to support the conclusion that

BOOKING.COM is generic.  These cases are factually distinguishable and do not support the

conclusion that a disclaimer of “BOOKING.COM” is required.

            In the cases In re 1800Mattress.com IP LLC, 586 F.3d 1359, 92 USPQ2d 1682 (Fed. Cir. 2009)

(MATTRESS.COM generic for “online retail store services in the field of mattresses, beds, and

bedding), In re Hotels.com, L.P., 573 F.3d 1300, 91 USPQ2d 1532 (Fed. Cir. 2009) (HOTELS.COM

generic for “providing information for others about temporary lodging; [and] travel agency services,

namely, making reservations and bookings for temporary lodging for others by means of telephone and

the global computer network”), In re Reed Elsevier Properties Inc., 482 F.3d 1376, 82 USPQ2d 1378

(Fed. Cir. 2007) (LAWYERS.COM generic for “providing an online interactive database featuring

information exchange in the fields of law, legal news and legal services”), In re Eddie Z’s Blinds &

Drapery, Inc., 74 USPQ2d 1037 (TTAB 2005) (BLINDSANDDRAPERY.COM generic for retail store

services featuring blinds, draperies and other wall coverings, sold via the Internet), and In re Martin

Container, Inc., 65 USPQ2d 1058, 1061 (TTAB 2002) (CONTAINER.COM generic), there are literally

no other meanings for the terms sought to be registered with “.com” other than the subject matter of the

services offered through the websites.  Each of the terms MATTRESS, HOTELS, LAWYERS,

BLINDS AND DRAPERY and CONTAINER has only one, immediately identifiable and

understandable meaning. 

In sharp contrast to the facts in all of the cases cited by the Examining Attorney, the term “BOOKING”

is ambiguous because it can refer to many different things, including entertainment bookings, theatrical

bookings and criminal bookings, securities contracts as well as a slang usage for being bookish. The

first and primary definition for the term “booking” is “[a]n engagement, as for a performance by an

entertainer.” Exhibit A, supra. Therefore, based on the evidence of record assembled by the Examining

Attorney, BOOKING.COM cannot be “understood by the relevant public primarily to refer to that

genus of goods or services."  The mark BOOKING.COM, unlike the cited examples, simply does not

convey a readily identifiable common name for a type or genus of goods or services. 

The other cases cited by the Examining Attorney in fact held that the marks were descriptive, not

generic, of the services at issue.  See In re Oppedahl & Larson LLP, 373 F.3d 1171, 71 USPQ2d 1370



(Fed. Cir. 2004) (PATENTS.COM merely descriptive); In re Microsoft Corp., 68 USPQ2d 1195, 1203

(TTAB 2003) (OFFICE.NET merely descriptive).  These cases support Applicant’s contention that

BOOKING.COM is likewise capable of functioning as a source identifier.

In fact, the most relevant “.com” case is In re Steelbuilding.com, 415 F.3d 1293 (Fed. Cir 2005), where

the court reversed the TTAB’s holding that STEELBUILDING.COM was generic.  The Federal Circuit

held that the Board construed the genus of the applicant’s services too narrowly and wrongly dismissed

the addition of the top level domain “.com” despite its expansion of the meaning of

STEELBUILDING.COM.  The Federal Circuit held that the fact that services other than “steel

buildings” were offered was an important distinction.  Further, the addition of “.com” expanded the

mark to include Internet services such as building and designing steel structures on the website and then

calculating the appropriate price. 

This same logic applies to Applicant’s mark BOOKING.COM.  The apt genus of service is “travel

agency services,” not merely reservation services.  Applicant’s services are offered both in person and

online.  Thus, the addition of “.com” expands the mark to make a mental connection in the minds of

consumers between Applicant’s brick and mortar services and its online services.  It also expands the

mark to include Internet services such as reviews of lodgings and other travel related items.  Like

STEELBUILDING.COM, when taken as a whole BOOKING.COM conveys much more than mere

“reservation” services.
 

 4.        Similarly Constituted Marks Have Been Found Registrable
 

            The USPTO routinely grants registration of marks that combine a descriptive word with “com.”  

A representative sample of such marks is listed below and printouts of the marks are enclosed as

Exhibit C.  Applicant’s mark is at least as distinctive as these marks which have been granted

registration.     

·         Reg. No. 4473679 - WWW.HEDGEFUNDRESEARCH.COM

·         Reg. No. 4102997 - LOCAL.COM

·         Reg. No. 4473656 - CHEAPROOMS.COM

·         Reg. No. 4473546 - MONEYLAUNDERING.COM

·         Reg. No. 4460827 - WORKOUT.COM



·         Reg. No. 4337199 - PARTYDIGEST.COM

·         Reg. No. 4449876 - UNIVERSITYJOBS.COM

·         Reg. No. 4447376 - REPLACEYOURCELL.COM

·         Reg. No. 4446472 - BUYLIGHTFIXTURES.COM

·         Reg. No. 4212218 - ORANGECOUNTY.COM

·         Reg. No. 4294532 - ENTERTAINMENT.COM

·         Reg. No. 4374363 - DEALER.COM

·         Reg. No. 4367264 - SKI.COM

·         Reg. No. 4319981 - DIAPERS.COM
 

Likewise, Applicant previously cited to the Examining Attorney the following registered trademarks:
 

·         Reg. No. 3,566,509 - ANCESTRY.COM

·         Reg. No. 3,862,166 - ANSWERS.COM

·         Reg. No. 4,184,950 - DICTIONARY.COM

·         Reg. No. 3,556,668. 3,072,366 (and others) - REGISTER.COM.

·         Reg. No. 3,860,755 - TUTOR.com

·         Reg. No. 3,927,183 - WEATHER.COM

·         Reg. No. 2,349,285 (and others) - WEBMD

·         Reg. No. 2665841 - CHEAPTICKETS.COM

·         Reg. No. 2397238 - STAPLES.COM

·         Reg. No. 2638360 - BESTBUY.COM
 

Applicant would be grateful to know by what principle the Examining Attorney believes that users of

these services can be protected against confusion, but that the many loyal users of BOOKING.COM can

no longer enjoy the certainty that services offered under the established trademark BOOKING.COM in

fact come from the same source they have known and come to trust for almost twenty years, or the

principle under which these trademark owners are allowed to protect the goodwill they have developed

in their purely descriptive names, but pursuant to which the Examining Attorney wishes to take the

“fateful step” of decreeing that BOOKING.COM should simply abandon the millions of dollars and

two decades of work it has invested in building one of the most trusted travel sites available.  See, e.g.,



Ty, Inc. v Softbelly’s Inc., supra.

            For the foregoing reasons, Applicant submits that BOOKING.COM is not generic.
 

5.         Applicant Has Proven Acquired Distinctiveness
 

In determining whether the applied-for mark has acquired distinctiveness, the following factors are

generally considered:  (1) length and exclusivity of use of the mark in the United States by Applicant;

(2) the type, expense and amount of advertising of the mark in the United States; and (3) Applicant’s

efforts in the United States to associate the mark with the source of the goods, such as in unsolicited

media coverage and consumer studies.  See In re Steelbuilding.com, 415 F.3d 1293, 1300, 75 USPQ2d

1420, 1424 (Fed. Cir. 2005).  A showing of acquired distinctiveness need not consider all of these

factors, and no single factor is determinative.  Id.; 37 C.F.R. §2.41. 
 

a.         Length and Exclusivity of Use of the Mark
 

            Applicant has been using BOOKING.COM since at least as early as 2006, a period of

approximately eight years.  Exhibit D, Declaration of Acquired Distinctiveness signed by Olivier

Bisserier, Chief Financial Officer.  Prior to adopting the mark BOOKING.COM, Applicant used the

similar mark BOOKINGS.  Applicant also owns a Supplemental Registration for BOOKINGS.COM.

The scope of Applicant’s business under the BOOKING.COM mark is astounding.  In connection with

its mark BOOKING.COM, Applicant offers customers the ability to make reservations at over 446,000

hotels and accommodations-providers in over 200 countries.  Ex. D ¶3.  Over 625,000 room nights are

reserved through Applicant’s BOOKING.COM service every day.  Id. ¶7.  Applicant offers its

BOOKING.COM service in more than 40 languages.  Id. ¶8.

The total transaction value of mobile accommodation reservations made through the BOOKING.COM

website more than doubled from over $3 billion in 2012 to over $8 billion in 2013.  Id. ¶4.   
 

b.         Type, Expense, and Nature of Advertising           
 

Millions of American customers are exposed to and use Applicant’s BOOKING.COM branded

services.

Applicant has reached millions of American television viewers through BOOKING.COM television



commercials aired on the following national channels: ABC, CBS, NBC Sports, Fox Soccer, MSNBC,

TBS, TNT, A&E, History, USA, Comedy Central, Bravo, HGTV, FX, IFC, Travel, Style, E!, TNT,

AMC, ESPN, BBC, DIY, Fox Soccer, NBA TV, Science Channel, TLC, Nat Geo, SYFY, Spike, and

TruTV, among others.  Id. ¶10. 

In the first quarter of 2013, Applicant reached over 20 million (20,000,000) American consumers

through BOOKING.COM commercials broadcast in movie theaters prior to feature films.  Id. ¶12.  In

the first quarter of 2013, Applicant reached over 19 million (19,000,000) American consumers through

BOOKING.COM Internet commercials streamed on websites such as Hulu.com, Tremor.com, and

YouTube.com.  Id. ¶13.

Applicant’s BOOKING.COM branded website receives over thirty million (30,000,000) unique visitors

each month.  Id. ¶5.  Over the past six months, Applicant’s BOOKING.COM branded website has

received an average of 10.3 million unique visitors from the United States per month.  Id. ¶6.   

There are over 2.2 million United States-based subscribers to newsletters branded under the

BOOKING.COM mark.  These newsletters advertise Applicant’s BOOKING.COM services and are

sent out an average of 2-3 times per month.  Id. ¶9.

Applicant’s extensive advertising provides wide and significant exposure to Applicant’s mark.
 

c.         Unsolicited Media Coverage and Consumer Commentary
 

On the social media website, Facebook.com, over 1.8 million people have “liked” BOOKING.COM

and nearly 58,000 consumers are “talking about” BOOKING.COM.  Id. ¶14.   On the micro-blogging

site Twitter, over 42,000 people are “following” BOOKING.COM.  Id. ¶15.  Customers frequently use

@bookingcom to engage Applicant in dialogue through Twitter. Id.  This demonstrates that consumers

recognize and use “BOOKING.COM” to refer to Applicant and to access Applicant’s services.  

A search for Applicant’s mark BOOKING.COM on the Google News service generated over 2,000

unsolicited news articles.  Id. ¶16.  The sheer volume of unsolicited news articles discussing

Applicant’s BOOKING.COM service demonstrates an enormous public recognition of Applicant’s

mark as a source identifier. 

Applicant’s BOOKING.COM service has received numerous industry awards, including, for example:

·         J.D. Power and Associates, a premier research and analytics firm, ranked
BOOKING.COM First in Consumer Satisfaction among independent travel websites



based on a consumer survey (awarded in 2013);

·         Hospitality Sales & Marketing Association International, the hospitality
industry’s leading advocate for intelligent, sustainable hotel revenue growth,
awarded Booking.com a “Gold” level Adrian Award for its 2013 BOOKING.YEAH
advertising campaign (awarded in 2014);

·         Mobile Travel & Tourism awarded BOOKING.COM the “Best Tablet App”
(awarded in 2014);

·         Mobile Travel & Tourism awarded BOOKING.COM the Best Mobile Site.
(awarded in 2014).

These awards demonstrate significant recognition of BOOKING.COM as an indicator of source both

from end consumers and from Applicant’s peers in the travel industry.

The wording in Applicant’s mark, BOOKING.COM,  has acquired distinctiveness through its long use

in the United States, its significant advertising campaign educating customers to identify the mark as an

indicator of source, and significant consumer exposure to the mark.  The success of Applicant’s efforts

to acquire secondary meaning are evident from the vast unsolicited media coverage of Applicant and its

mark and the numerous consumer and industry awards Applicant has received.   

CONCLUSION

The wording in Applicant’s mark is inherently distinctive or, in the alternative, has acquired

distinctiveness through use and does not need to be disclaimed.  Accordingly, Applicant requests that the

disclaimer requirement be withdrawn and that its application be passed to publication. 

[1] According to the evidence provided by the Examining Attorney, the primary descriptive meaning of “booking” is for theater
bookings, not travel.   See Dictionary.com noun 1. a contract, engagement, or scheduled performance of a professional
entertainer.  2. reservation 3. the act of a person who books. http://dictionary.reference.com/browse/booking?s=t;  See also
MerriamWebster.com. 1 an arrangement for a person or group (such as a singer or band) to perform at a particular place; 2. an
arrangement to have something (such as a room) held for your use at a later time; 3. soccer : the act of officially recording the
name of a player who has broken the rules in a game.  http://www.merriam-webster.com/dictionary/booking; Collins American
Dictionary (previously attached), noun: an engagement, as for a lecture or concert. 
http://www.collinsdictionary.com/dictionary/american/booking?showCookiePolicy=true; The Online Slang Dictionary,
adjective, “cool. From predictive software used in cell phone text messaging. “Book” and “cool” share the same key
sequence”; verb, “to leave quickly.” http://onlineslangdictionary.com/meaning-definition-of/booking; Urban Dictionary, verb,
“running really fast”   http://www.urbandictionary.com/define.php?term=booking.   In the securities industry, it is an
arrangement between a buyer and sellers of stock option or futures giving either party the ability at a future date to determine the
cash price of a forward sales agreement http://www.investopedia.com/terms/b/bookingthebasis.aspCopies of the dictionary
definitions are attached as Exhibit B. Hence, by law, the primary meaning even of “booking” alone (which is not Applicant’s
trademark) is not for travel services.
[2] For several years, Coca-Cola was deemed the world’s most valuable trademark.   It is now ranked number 3, behind Apple
(which is also generic name for a fruit) and Google. http://www.interbrand.com/en/best-global-brands/2013/Best-Global-
Brands-2013.aspx.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 79114998 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

RESPONSE TO FINAL OFFICE ACTION
 

            In a Final Office Action dated November 18, 2013, the U.S. Patent and Trademark Office

maintained and made final the refusal to register the mark BOOKING.COM on the basis that the mark is



alleged to be generic.  Applicant submits that BOOKING.COM is not generic and, to the extent the mark

is considered descriptive, the evidence of acquired distinctiveness submitted by Applicant proves that the

mark has acquired secondary meaning and is entitled to registration on the Principal Register under

Section 2(f). 
 

I.          BOOKING.COM is inherently distinctive
 

A mark is “merely descriptive” of the goods and services if it would immediately convey to one seeing or

hearing it the thought of the product.  In re American Soc’y of Clinical Pathologists, Inc., 169 U.S.P.Q.

800, 801 (C.C.P.A. 1971).  Conversely, “if the mental leap between the word and the product’s attributes

is not almost instantaneous, this strongly indicates suggestiveness, not direct descriptiveness.”   J. Thomas

McCarthy, 2 McCarthy on Trademarks § 11:67 (4th ed. 1999, Rev. 3/2008) (emphasis supplied); In re

Tennis in the Round, Inc., 199 U.S.P.Q. 496, 497 (T.T.A.B. 1978) (TENNIS IN THE ROUND found not

to be descriptive of tennis facilities); Hasbro, Inc. v. Lanard Toys, Ltd., 858 F.2d 70 (2d Cir. 1988)

(GUNG-HO found to be suggestive rather than descriptive of a cartoon-based toy action doll); Tanel Corp.

v. Reebok Int’l, Ltd., 774 F. Supp 49 (D. Mass. 1990) (360º not descriptive of sports shoes).  Applicant

submits that the term BOOKING (and certainly the actual mark for which registration is sought,

BOOKING.COM) lacks significance with the relevant purchasing public other than as a trademark

designating one of the most highly trusted (if not the most highly trusted) on-line travel agencies in the

United States.  Stated differently, and even assuming it is fair to dissect the mark into constituent

elements, any meaning of the term BOOKING that would be relevant to the average purchasers in the

United States, with respect to the services identified in the application, would not be forthwith understood

immediately with any particularity —the relevant standard.  See In re Stereotaxis, Inc., 429 F.3d 1039

(Fed. Cir. 2005) (emphasis added); TMEP § 1209.01(b); In re Major League Baseball Properties, Inc., 

Serial Nos. 78/183,355 and 78/183,381 (T.T.A.B. March 2, 2005) (non-precedential).   

Instead, BOOKING.COM is inherently ambiguous as “booking” can refer to many different things,

including entertainment bookings, theatrical bookings and criminal bookings, as well as a slang usage for

being bookish.  The primary (and only) definition for “BOOKING” in the Collins American Dictionary 

is “[a]n engagement, as for a lecture or concert.”   Exhibit A.  Consumers could reasonably perceive

BOOKING.COM as suggesting a website relating to entertainment performances, not a website related to



travel agency services. Therefore, the mark BOOKING.COM does not immediately convey to consumers

the thought of hotel reservations services or Applicant’s various travel agency services, strongly

suggesting that the mark is suggestive rather than merely descriptive. 

Further, in all of the website evidence attached to the Office Action, the term “BOOKING” is modified or

clarified with other wording, such as hotel-booking website, reservation-booking website, or travel-

booking website.  This further suggests that the term “BOOKING” on its own is vague and ambiguous

and does not convey any information regarding Applicant’s services with any degree of particularity,

hence requiring the clarifying language.  See In re Entenmann’s, Inc., 15 U.S.P.Q.2d 1750 (TTAB 1990)

(a descriptive mark must describe the goods or services with “some particularity”).   For these reasons,

Applicant submits that the wording in the mark is suggestive of the underlying services, not merely

descriptive.

Applicant respectfully submits that the Examining Attorney has not established a prima facie case that the

mark BOOKING.COM is merely descriptive of Applicant’s services and therefore requests that the

refusal be withdrawn.  In any event, where doubt exists as to whether a mark is descriptive, such doubt

should be resolved in favor of the applicant.  In re International Taste, Inc., 53 USPQ2d 1604 (TTAB

2000).  Accordingly, even if there is doubt as to the inherent distinctiveness of the mark BOOKING.COM,

this doubt should be resolved in Applicant's favor and the descriptiveness refusal should be withdrawn.
 

II.        BOOKING.COM is Not Generic
 

The question of whether a claimed mark is generic is a question of fact. In re Reed Elsevier Props., Inc.,

482 F.3d 1376, 1378, 82 U.S.P.Q.2d 1378 (Fed Cir. 2007). The burden to establish the fact of genericness

rests squarely on the Examining Attorney. In re Merrill, Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d

1576, 1571 (Fed. Cir. 1987). The Examining Attorney must satisfy that burden by clear evidence.

Trademark Manual of Examining Procedure 1209.01(c)(i) (8th Ed., revised April 2013) (“The Examining

Attorney has the burden of proving that a term is generic by clear evidence.”).

The Supreme Court has explained that to demonstrate whether a claimed mark is generic, the relevant

inquiry is whether the “ primary significance of the term in the minds of the consuming public is not the

product but the producer.” Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 118 (1938) (emphasis

added). “A generic term is one that does not distinguish the goods of one producer from the goods of



others. Instead, it is one that either by definition or through common use ‘has come to be understood as

referring to the genus of which the particular product is a species.’” Keebler Co. v. Rovira Biscuit Corp.,

624 F.2d 366, 373-74 (1st Cir. 1980) (quoting Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d

4, 9 (2d Cir. 1976).).  As Professor McCarthy alternately has put it, “A mark answers the buyer’s

question ‘Who are you? Where do you come from? Who vouches for you? But the [generic] name of the

product answers the question ‘What are you?’” J. Thomas McCarthy, McCarthy on Trademarks and

Unfair Competition, § 12:01 (4th ed. 2009).

The Federal Circuit has explained that “[t]he critical issue in determining genericness is whether members

of the relevant public primarily use or understand the designation sought to be registered or that is already

registered to refer to the genus or category of goods in question.” Resolution of the issue “involves a two-

step inquiry: First, what is the genus of goods or services at issue? Second, is the term sought to be

registered . . . understood by the relevant public primarily to refer to that genus of goods or services." H.

Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 990, 228 U.S.P.Q. 528, 530 (Fed.

Cir. 1986).

More specifically, the Examining Attorney must show that the “primary significance” of

BOOKING.COM “to the relevant consuming public” is to designate the services identified in the

application, namely:
Arranging of tours and arranging of tours online; reservation and sale of
travel tickets and online reservation and sale of travel tickets; information,
advice and consultancy regarding the arranging of tours and the reservation
and sale of travel tickets; provision of information relating to travel and
travel destinations; travel and tour agency services, namely, travel and tour
ticket reservation services; travel agency services; tourist agency services;
providing online travel and tourism services, namely, providing online
travel and tour ticket reservation services, online travel agency services,
online tourist agency services and providing online information relating to
travel and travel destinations.
 
Making hotel reservations for others; holiday accommodation reservation
services and resort reservation services, namely, providing hotel room
reservation services and resort hotel reservation services and providing
online hotel and resort hotel room reservation services; providing
information about hotels, holiday accommodations and resorts
accommodations, whether or not based on the valuation of customers;
providing information, advice and consultancy relating making hotel
reservations and temporary accommodation reservations; providing online
information, advice and consultancy relating making hotel reservations and
temporary accommodation reservations
 



See, e.g., Magic Wand, Inc. v. RDB, Inc., 940 F.2d 638, 641-42, 19 U.S.P.Q.2d 1551, 1554 (Fed. Cir.

1991).

            The basis for the Examining Attorney’s position that the mark BOOKING.COM is generic for

Applicant’s services is articulated as follows: “In the present case, the identification, and thus the genus,

is booking services including online booking services.”   (Office Action dated November 18, 2013). 

There are a number of flaws in this conclusory and circular statement of fact and law.  First, Applicant

disagrees with the Examining Attorney’s conclusion that its services are properly classified as “booking

services,” and the Examining Attorney has not even explained what this class of services is.  Second, the

Examining Attorney has not met her burden to prove that the mark BOOKING.COM is generic by clear

and convincing evidence.  Third, the authorities cited by the Examining Attorney are distinguishable and

do not support the conclusion that BOOKING.COM is generic.  Finally, Applicant has submitted

compelling evidence that BOOKING.COM has acquired distinctiveness in the marketplace and the mark

is eligible for registration on that basis.  
 

A.        Applicant’s Services are Not Properly Classified as “Booking Services”            

            Applicant has applied to register BOOKING.COM for:
Arranging of tours and arranging of tours online; reservation and sale of
travel tickets and online reservation and sale of travel tickets; information,
advice and consultancy regarding the arranging of tours and the reservation
and sale of travel tickets; provision of information relating to travel and
travel destinations; travel and tour agency services, namely, travel and tour
ticket reservation services; travel agency services; tourist agency services;
providing online travel and tourism services, namely, providing online
travel and tour ticket reservation services, online travel agency services,
online tourist agency services and providing online information relating to
travel and travel destinations.

Making hotel reservations for others; holiday accommodation reservation
services and resort reservation services, namely, providing hotel room
reservation services and resort hotel reservation services and providing
online hotel and resort hotel room reservation services; providing
information about hotels, holiday accommodations and resorts
accommodations, whether or not based on the valuation of customers;
providing information, advice and consultancy relating making hotel
reservations and temporary accommodation reservations; providing online
information, advice and consultancy relating making hotel reservations and
temporary accommodation reservations

 

            The genus of Applicant’s services are “travel agency services.”   Applicant’s services include a



suite of travel agency, consultation and information services that are provided in person and online.  These

services include: arranging tours; soliciting consumer feedback about accommodation providers,

aggregating that feedback and providing information about accommodations based on that feedback;

providing travel information generally; providing information about travel destinations; providing

consulting services to accommodations providers; and consultation services related to travel agency

services. 

While an aspect of applicant’s travel agency services relate to making reservations for transportation,

travel, tours, and accommodations, this is only one aspect of Applicant’s services – and it is clearly not

the genus of the services covered by this application.  It is not accurate or appropriate to pigeonhole

Applicant’s services into the narrow classification of “booking” services.  Applicant respectfully

disagrees with the Examining Attorney’s classification of its services as “booking” services and submits

that the conclusion is unfounded based on the plain language of the identification of services covered by

the application.  The Examining Attorney has made no effort to explain or justify this redefinition of

Applicant’s services.  For these reasons, Applicant requests that the refusal based on the misplaced

conclusion that Applicant’s services are “booking” services, and that BOOKING.COM is a generic term

for these services, be withdrawn.    

Moreover, the Examining Attorney has not explained (and Applicant does not know) what is meant or

encompassed by “booking services.”   Because of the ambiguity of the word booking, this could be a

service of engaging theatrical performers or performances; it could be a service of demonstrating charges

against criminal defendants; it could have something to do with travel reservations, but it also could be a

service to buyers or sellers of stock option or futures the ability at a future date to determine the cash price

of a forward sales agreement.  It could have something to do with being bookish.  It could be some

combination of these services, but it surely is not a term of art or accepted usage.  It appears to be a term

the Examining Attorney has created from whole cloth for no other purpose than to provide part of the

analytical basis for denying registration of Applicant’s mark.  There is no evidence whatsoever it is

recognized by anyone, anywhere as a classifications of services or goods.

Booking.com is now one of the most trusted and popular travel sites for United States consumers, if not

the most trusted and popular travel sites in the United States.  Refusing to protect Applicant’s mark

encourages third parties to trade on that reputation and will lead to consumer confusion.  “The trademark



laws exist not to ‘protect’ trademarks, but . . . to protect the consuming public from confusion,

concomitantly protecting the trademark owner’s right to a non-confused public.”   James Burroughs, Ltd.

v. Sign of the Beefeater, Inc., 540 F.2d 266, 276, 192 U.S.P.Q. 555, 563 (7th Cir. 1976) (Markey, J. sitting

by designation).  For example, the concern with preventing confusion lay at the heart of the Board’s

signal decision in In re Diamond Walnut Growers, Inc., 204 U.S.P.Q. 507 (T.T.A.B. 1979), determining

that a jointly owned mark should be registered so as to protect applicants’ - and consumers’ - shared

interests in preventing confusion and deception of trusting purchasers.  Protection of consumers as well as

Applicant’s enormous investment in its uniquely respected mark thus counsels in favor of passing the

mark BOOKING.COM & Design to registration.

Judge Posner noted in Ty, Inc. v Softbelly’s Inc., 353 F.3d 528 (7th Cir. 2003), that “To determine that a

trademark is generic and thus pitch it into the public domain is a fateful step.”   Id. at 531.  For the

Examining Attorney to conclude that the United States consumer-ranked most trusted travel website is not

permitted to protect the millions of dollars it has invested in its name is a step that should not be lightly

taken.  We submit that the Examining Attorney has not met her burden to prove by clear evidence that the

trademark BOOKING.COM is generic. 
 

B.        Examining Attorney has Not Met Burden of Proving By “Clear Evidence” that the mark

BOOKING.COM is generic.
 

The Examining Attorney has the burden of proving a term is generic by clear and convincing evidence.  In

re Merrill, Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1576, 1571 (Fed. Cir. 1987).  The Examining

Attorney must prove (1) that the term applied for is the genus of the goods/services covered by the

application, and (2) that the term sought to be registered is understood by the relevant public primarily to

refer to that genus of goods/services.  The Examining Attorney has not met her burden on either of these

points.

The evidence cited in the Office Action consists of:

(1) printouts from websites using the term “booking” to refer to reservations (the majority of which are

modified by terms such as “hotel” or “travel” to clarify the meaning of the inherently ambiguous term

“booking”),
(2) A dictionary definition of “booking” from Yahoo! Education in which the primary definition listed for
“booking” is “to list or register in or as if in a book.”   The definition of “booking” as meaning
“reservation” is the third definition provided which is prima facie evidence that the Examining



Attorney’s meaning does not represent the primary significance of “Booking” to the American public;
(3) A dictionary definition from Collins English Dictionary identifying “Booking” as meaning “a
reservation as of a table or room in a hotel, seat in a theatre, or seat on a train, aircraft, etc.”   This
definition represents the British significance of “Booking” and is irrelevant to the primary significance of
the term to the American public.  Had the Examining Attorney consulted the Collins American Dictionary,
he would have seen that the primary significance of “Booking” for the relevant American consumers is
“[a]n engagement, as for a lecture or concert.”   See previously attached Exhibit A;

(4) A dictionary definition of “booking from MacMillan Dictionary;
(5)  A dictionary definition from Merriam-Webster Online dictionary in which the primary meaning is
“an arrangement for a person or group (such as a singer or band) to perform at a particular place”; again,
not the services sought by Applicant;

(6) A dictionary definition from Dictionary.com in which the primary meaning is “a contract, engagement

or scheduled performance of a professional entertainer.”

(7) A dictionary definition from Cambridge Dictionaries Online for the British meaning of “Booking”

which, again, is irrelevant to the question of how American consumers will perceive the mark;

(8) An entry from POETS Web, http://poets.notredame.ac.jp... (it is unclear from the record what this

website is or why it can be relied on as evidence of the American public’s perception of the mark

BOOKING.COM given that the URL includes the country code for Japan).  In any event, the primary

definition listed on this website is, again, as an “engagement…(employment for performers or performing

groups that lasts for a limited period of time).”

(9) Dictionary definitions for “.com.”

(10)  Printouts from Applicant’s website, which clearly show the difference between the use of the

trademark BOOKING.COM and any descriptive use of “booking” alone.

(11) Registrations for various marks which contain “booking services” in the identification of services –

again with the inherently ambiguous term “booking” clarified by additional wording such as hotel-

booking services or travel-booking services.  If “booking” were indeed a genus of services, then

“booking services” would be an acceptable identification of services for trademark registrations; but it is

not. 

Conspicuously absent is any dictionary definition of BOOKING.COM (or even “booking”). [1]  Nor is

there any evidence that the relevant public primarily understands the mark “BOOKING.COM” to refer to

any genus of goods or services.  It is scarcely imaginable that a consumer, wishing to speak to his or her

human travel agent, might say “I am going to call my BOOKING.COM” or “I am going to drive over to

the BOOKING.COM to pick up my tickets.”   Likewise, there is no evidence that consumers in the online



world refer to any of the many competing travel sites such as Travelocity, Expedia, Orbitz, or any others,

as “Booking.coms” or even “Bookings.”   Similarly, there is no evidence that travel agents in the bricks

and mortar world or the online world call themselves “Booking.coms” or even “Bookings.”

Also conspicuously absent is any evidence of a competitive need for third parties to use Applicant’s mark

BOOKING.COM.  The major reasons for not protecting generic terms as marks are: (1) to prevent the

owner of a mark from inhibiting competition in the sale of particular goods; and (2) to maintain freedom

of the public to use the language involved, thus avoiding the possibility of harassing infringement suits by

the registrant against others who use the mark when advertising or describing their own products.  15

U.S.C. §1052.  Here, the record is devoid of any evidence that Applicant’s competitors need to use

BOOKING.COM to adequately describe their own services. 

Not one of the uses cited by the Examining Attorney shows use of the actual composite term that is the

actual trademark, BOOKING.COM.  The United States Supreme Court has held, and it has always been

an the unquestioned first principle of trademark law, that “The commercial impression of a trade-mark is

derived from it as a whole, not from its elements separated and considered in detail. For this reason it

should be considered in its entirety…”  Estate of P.D. Beckwith, Inc. v. Comm’r of Patents, 252 U.S. 538,

545-46 (1920); In re Hutchinson Technology, 852 F.2d 552 (Fed. Cir. 1988) (Board erroneously failed to

consider the term HUTCHINSON TECHNOLOGY as a whole).  The Examining Attorney has at no point

sought to reconcile her views with this first principle of trademark law.  Indeed, because the trademark

also serves as a URL, it must by definition point to only one unique address on the internet.  As a matter of

law, it could not function even as a URL (much less as a trademark) if others could use the term to refer to

an entire genus of services.  Although Applicant recognizes that the PTO has long held that the TLD

“.com” itself has no source indicating function, Applicant is not seeking rights in that designation. 

Rather, it is seeking to register the composite term BOOKING.COM.  Although the element .com may, in

and of itself, have no source indicating function, that is not the same as saying it has no meaning

whatsoever.  It plainly does have meaning, and where the element is used as part of a composite term it

plainly does add meaning to the composite term – in some instances thoroughly transforming the source-

indicating function of a word.  For instance, “Amazon” is a river (or to classics scholars a tribe of wild

women).  However, the composite term “Amazon.com” is immediately recognizable as one of the leading

on-line merchants.  So too, the word “staples” means either basic necessities or small metal fasteners, but

Staples.com uniquely refers to an office supply store.  The pretense that the four characters “.com” in



BOOKING.COM can simply be ignored does violence to the English language and to simple common

sense. 

Bearing in mind that the analysis of genericness is a question of fact, the format of trademarks as domain

names virtually assures that the term cannot become generic because, by definition, only one entity can

use that name.  Indeed, the very fact that the top-level domain .com signifies to the public that the user of

the domain name is a commercial entity (thus depriving that designation “.com” alone of source

identifying significance) makes it virtually impossible, conceptually, for that single commercial entity to

designate an entire genus of goods or services.  Thus, by example, the descriptive term “dictionary” is

likely generic, but adding to it the TLD designation “.com” immediately signifies to the public that the

user of the domain name is a commercial entity.  Not surprisingly, the PTO has registered

DICTIONARY.COM and dozens of other similar names (several of which are noted below).  The very

premise of the holding in In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371

(Fed. Cir. 2004), is that the term .com does have a descriptive meaning.  The Examining Attorney

disregards the actual basis of the decision and strips all meaning from the term, such that it is no longer

even part of the mark.  Consistent with Oppedahl & Larson, Applicant is prepared to disclaim “.COM” as

part of the mark as a whole.

Likewise, the Examining Attorney has not addressed the fact that combinations of even generic elements

can be highly distinctive.  One of the most famous and valuable trademarks in the world is COCA-COLA,

yet it is simply the combination of the generic name for a plant and the generic name for a nut (or a soft

drink made from that nut).[2]  So too, the Board has recognized that even a punctuation mark can

materially alter the meaning of a term.  See Guitar Straps Online, LLC, 103 U.S.P.Q.2d 1745 (T.T.A.B.

2012) (finding that the addition of a question mark to the mark GOT STRAPS changed the commercial

impression of the mark as a whole).  Even if the word “booking” alone were assumed (for argument’s

sake) to be entirely descriptive and “.com” were deemed not to add one iota to the distinctiveness or

trademark significance of the term, the question posed in genericness cases is quite different, or as stated

in Marvin Ginn, the question is "What do the buyers understand by the word for whose use the parties are

contending."  The specific word claimed as a mark must be assessed. Timelines Inc., supra (generic use of

the word “timeline” did not render generic actual trademark TIMELINES).  The actual term Applicant is

seeking to register is BOOKING.COM not “Booking,” and if buyers do not understand the difference



between the noun “booking” or the verb “to book” and the internet site and trademark BOOKING.COM,

Applicant could not likely remain in business, let alone be the top-rated travel site.

None of the third-party uses of “booking” cited by the Examining Attorney describe Applicant’s travel

agency services related to arranging tours, soliciting consumer feedback and providing information based

on that feedback about accommodations, providing travel information generally, providing information

about travel destinations, providing consulting services to accommodations providers, or consultation

services related to travel agency services.  Accordingly, these printouts do not establish that

BOOKING.COM is a generic term for Applicant’s services.  

The Examining Attorney has failed to meet the burden of proving by clear and convincing evidence that

BOOKING.COM is generic, and the disclaimer requirement should be withdrawn.
 

C.        The Authorities Relied Upon by the Examining Attorney are Distinguishable.
 

            The Examining Attorney cites to a string of “.com” cases to support the conclusion that

BOOKING.COM is generic.  These cases are factually distinguishable and do not support the conclusion

that a disclaimer of “BOOKING.COM” is required.

            In the cases In re 1800Mattress.com IP LLC, 586 F.3d 1359, 92 USPQ2d 1682 (Fed. Cir. 2009)

(MATTRESS.COM generic for “online retail store services in the field of mattresses, beds, and bedding),

In re Hotels.com, L.P., 573 F.3d 1300, 91 USPQ2d 1532 (Fed. Cir. 2009) (HOTELS.COM generic for

“providing information for others about temporary lodging; [and] travel agency services, namely, making

reservations and bookings for temporary lodging for others by means of telephone and the global

computer network”), In re Reed Elsevier Properties Inc., 482 F.3d 1376, 82 USPQ2d 1378 (Fed. Cir.

2007) (LAWYERS.COM generic for “providing an online interactive database featuring information

exchange in the fields of law, legal news and legal services”), In re Eddie Z’s Blinds & Drapery, Inc., 74

USPQ2d 1037 (TTAB 2005) (BLINDSANDDRAPERY.COM generic for retail store services featuring

blinds, draperies and other wall coverings, sold via the Internet), and In re Martin Container, Inc., 65

USPQ2d 1058, 1061 (TTAB 2002) (CONTAINER.COM generic), there are literally no other meanings

for the terms sought to be registered with “.com” other than the subject matter of the services offered

through the websites.  Each of the terms MATTRESS, HOTELS, LAWYERS, BLINDS AND DRAPERY

and CONTAINER has only one, immediately identifiable and understandable meaning. 



In sharp contrast to the facts in all of the cases cited by the Examining Attorney, the term “BOOKING” is

ambiguous because it can refer to many different things, including entertainment bookings, theatrical

bookings and criminal bookings, securities contracts as well as a slang usage for being bookish. The first

and primary definition for the term “booking” is “[a]n engagement, as for a performance by an

entertainer.” Exhibit A, supra. Therefore, based on the evidence of record assembled by the Examining

Attorney, BOOKING.COM cannot be “understood by the relevant public primarily to refer to that genus

of goods or services."  The mark BOOKING.COM, unlike the cited examples, simply does not convey a

readily identifiable common name for a type or genus of goods or services. 

The other cases cited by the Examining Attorney in fact held that the marks were descriptive, not generic,

of the services at issue.  See In re Oppedahl & Larson LLP, 373 F.3d 1171, 71 USPQ2d 1370 (Fed. Cir.

2004) (PATENTS.COM merely descriptive); In re Microsoft Corp., 68 USPQ2d 1195, 1203 (TTAB 2003)

(OFFICE.NET merely descriptive).  These cases support Applicant’s contention that BOOKING.COM is

likewise capable of functioning as a source identifier.

In fact, the most relevant “.com” case is In re Steelbuilding.com, 415 F.3d 1293 (Fed. Cir 2005), where

the court reversed the TTAB’s holding that STEELBUILDING.COM was generic.  The Federal Circuit

held that the Board construed the genus of the applicant’s services too narrowly and wrongly dismissed

the addition of the top level domain “.com” despite its expansion of the meaning of

STEELBUILDING.COM.  The Federal Circuit held that the fact that services other than “steel buildings”

were offered was an important distinction.  Further, the addition of “.com” expanded the mark to include

Internet services such as building and designing steel structures on the website and then calculating the

appropriate price. 

This same logic applies to Applicant’s mark BOOKING.COM.  The apt genus of service is “travel

agency services,” not merely reservation services.  Applicant’s services are offered both in person and

online.  Thus, the addition of “.com” expands the mark to make a mental connection in the minds of

consumers between Applicant’s brick and mortar services and its online services.  It also expands the

mark to include Internet services such as reviews of lodgings and other travel related items.  Like

STEELBUILDING.COM, when taken as a whole BOOKING.COM conveys much more than mere

“reservation” services.
 

 4.        Similarly Constituted Marks Have Been Found Registrable



 

            The USPTO routinely grants registration of marks that combine a descriptive word with “com.”  

A representative sample of such marks is listed below and printouts of the marks are enclosed as Exhibit

C.  Applicant’s mark is at least as distinctive as these marks which have been granted registration.     

·         Reg. No. 4473679 - WWW.HEDGEFUNDRESEARCH.COM

·         Reg. No. 4102997 - LOCAL.COM

·         Reg. No. 4473656 - CHEAPROOMS.COM

·         Reg. No. 4473546 - MONEYLAUNDERING.COM

·         Reg. No. 4460827 - WORKOUT.COM

·         Reg. No. 4337199 - PARTYDIGEST.COM

·         Reg. No. 4449876 - UNIVERSITYJOBS.COM

·         Reg. No. 4447376 - REPLACEYOURCELL.COM

·         Reg. No. 4446472 - BUYLIGHTFIXTURES.COM

·         Reg. No. 4212218 - ORANGECOUNTY.COM

·         Reg. No. 4294532 - ENTERTAINMENT.COM

·         Reg. No. 4374363 - DEALER.COM

·         Reg. No. 4367264 - SKI.COM

·         Reg. No. 4319981 - DIAPERS.COM
 

Likewise, Applicant previously cited to the Examining Attorney the following registered trademarks:
 

·         Reg. No. 3,566,509 - ANCESTRY.COM

·         Reg. No. 3,862,166 - ANSWERS.COM

·         Reg. No. 4,184,950 - DICTIONARY.COM

·         Reg. No. 3,556,668. 3,072,366 (and others) - REGISTER.COM.

·         Reg. No. 3,860,755 - TUTOR.com

·         Reg. No. 3,927,183 - WEATHER.COM

·         Reg. No. 2,349,285 (and others) - WEBMD

·         Reg. No. 2665841 - CHEAPTICKETS.COM

·         Reg. No. 2397238 - STAPLES.COM



·         Reg. No. 2638360 - BESTBUY.COM
 

Applicant would be grateful to know by what principle the Examining Attorney believes that users of

these services can be protected against confusion, but that the many loyal users of BOOKING.COM can

no longer enjoy the certainty that services offered under the established trademark BOOKING.COM in

fact come from the same source they have known and come to trust for almost twenty years, or the

principle under which these trademark owners are allowed to protect the goodwill they have developed in

their purely descriptive names, but pursuant to which the Examining Attorney wishes to take the “fateful

step” of decreeing that BOOKING.COM should simply abandon the millions of dollars and two decades

of work it has invested in building one of the most trusted travel sites available.  See, e.g., Ty, Inc. v

Softbelly’s Inc., supra.

            For the foregoing reasons, Applicant submits that BOOKING.COM is not generic.
 

5.         Applicant Has Proven Acquired Distinctiveness
 

In determining whether the applied-for mark has acquired distinctiveness, the following factors are

generally considered:  (1) length and exclusivity of use of the mark in the United States by Applicant; (2)

the type, expense and amount of advertising of the mark in the United States; and (3) Applicant’s efforts

in the United States to associate the mark with the source of the goods, such as in unsolicited media

coverage and consumer studies.  See In re Steelbuilding.com, 415 F.3d 1293, 1300, 75 USPQ2d 1420,

1424 (Fed. Cir. 2005).  A showing of acquired distinctiveness need not consider all of these factors, and no

single factor is determinative.  Id.; 37 C.F.R. §2.41. 
 

a.         Length and Exclusivity of Use of the Mark
 

            Applicant has been using BOOKING.COM since at least as early as 2006, a period of

approximately eight years.  Exhibit D, Declaration of Acquired Distinctiveness signed by Olivier

Bisserier, Chief Financial Officer.  Prior to adopting the mark BOOKING.COM, Applicant used the

similar mark BOOKINGS.  Applicant also owns a Supplemental Registration for BOOKINGS.COM.

The scope of Applicant’s business under the BOOKING.COM mark is astounding.  In connection with its

mark BOOKING.COM, Applicant offers customers the ability to make reservations at over 446,000 hotels

and accommodations-providers in over 200 countries.  Ex. D ¶3.  Over 625,000 room nights are reserved



through Applicant’s BOOKING.COM service every day.  Id. ¶7.  Applicant offers its BOOKING.COM

service in more than 40 languages.  Id. ¶8.

The total transaction value of mobile accommodation reservations made through the BOOKING.COM

website more than doubled from over $3 billion in 2012 to over $8 billion in 2013.  Id. ¶4.   
 

b.         Type, Expense, and Nature of Advertising           
 

Millions of American customers are exposed to and use Applicant’s BOOKING.COM branded services.

Applicant has reached millions of American television viewers through BOOKING.COM television

commercials aired on the following national channels: ABC, CBS, NBC Sports, Fox Soccer, MSNBC,

TBS, TNT, A&E, History, USA, Comedy Central, Bravo, HGTV, FX, IFC, Travel, Style, E!, TNT, AMC,

ESPN, BBC, DIY, Fox Soccer, NBA TV, Science Channel, TLC, Nat Geo, SYFY, Spike, and TruTV,

among others.  Id. ¶10. 

In the first quarter of 2013, Applicant reached over 20 million (20,000,000) American consumers through

BOOKING.COM commercials broadcast in movie theaters prior to feature films.  Id. ¶12.  In the first

quarter of 2013, Applicant reached over 19 million (19,000,000) American consumers through

BOOKING.COM Internet commercials streamed on websites such as Hulu.com, Tremor.com, and

YouTube.com.  Id. ¶13.

Applicant’s BOOKING.COM branded website receives over thirty million (30,000,000) unique visitors

each month.  Id. ¶5.  Over the past six months, Applicant’s BOOKING.COM branded website has

received an average of 10.3 million unique visitors from the United States per month.  Id. ¶6.   

There are over 2.2 million United States-based subscribers to newsletters branded under the

BOOKING.COM mark.  These newsletters advertise Applicant’s BOOKING.COM services and are sent

out an average of 2-3 times per month.  Id. ¶9.

Applicant’s extensive advertising provides wide and significant exposure to Applicant’s mark.
 

c.         Unsolicited Media Coverage and Consumer Commentary
 

On the social media website, Facebook.com, over 1.8 million people have “liked” BOOKING.COM and

nearly 58,000 consumers are “talking about” BOOKING.COM.  Id. ¶14.   On the micro-blogging site

Twitter, over 42,000 people are “following” BOOKING.COM.  Id. ¶15.  Customers frequently use



@bookingcom to engage Applicant in dialogue through Twitter. Id.  This demonstrates that consumers

recognize and use “BOOKING.COM” to refer to Applicant and to access Applicant’s services.  

A search for Applicant’s mark BOOKING.COM on the Google News service generated over 2,000

unsolicited news articles.  Id. ¶16.  The sheer volume of unsolicited news articles discussing Applicant’s

BOOKING.COM service demonstrates an enormous public recognition of Applicant’s mark as a source

identifier. 

Applicant’s BOOKING.COM service has received numerous industry awards, including, for example:

·         J.D. Power and Associates, a premier research and analytics firm, ranked
BOOKING.COM First in Consumer Satisfaction among independent travel websites
based on a consumer survey (awarded in 2013);

·         Hospitality Sales & Marketing Association International, the hospitality industry’s
leading advocate for intelligent, sustainable hotel revenue growth, awarded
Booking.com a “Gold” level Adrian Award for its 2013 BOOKING.YEAH
advertising campaign (awarded in 2014);

·         Mobile Travel & Tourism awarded BOOKING.COM the “Best Tablet App”
(awarded in 2014);

·         Mobile Travel & Tourism awarded BOOKING.COM the Best Mobile Site.
(awarded in 2014).

These awards demonstrate significant recognition of BOOKING.COM as an indicator of source both from

end consumers and from Applicant’s peers in the travel industry.

The wording in Applicant’s mark, BOOKING.COM,  has acquired distinctiveness through its long use in

the United States, its significant advertising campaign educating customers to identify the mark as an

indicator of source, and significant consumer exposure to the mark.  The success of Applicant’s efforts to

acquire secondary meaning are evident from the vast unsolicited media coverage of Applicant and its

mark and the numerous consumer and industry awards Applicant has received.   

CONCLUSION

The wording in Applicant’s mark is inherently distinctive or, in the alternative, has acquired

distinctiveness through use and does not need to be disclaimed.  Accordingly, Applicant requests that the

disclaimer requirement be withdrawn and that its application be passed to publication. 

[1] According to the evidence provided by the Examining Attorney, the primary descriptive meaning of “booking” is for theater
bookings, not travel.   See Dictionary.com noun 1. a contract, engagement, or scheduled performance of a professional entertainer.
  2. reservation 3. the act of a person who books. http://dictionary.reference.com/browse/booking?s=t;  See also



MerriamWebster.com. 1 an arrangement for a person or group (such as a singer or band) to perform at a particular place; 2. an
arrangement to have something (such as a room) held for your use at a later time; 3. soccer : the act of officially recording the
name of a player who has broken the rules in a game.  http://www.merriam-webster.com/dictionary/booking; Collins American
Dictionary (previously attached), noun: an engagement, as for a lecture or concert. 
http://www.collinsdictionary.com/dictionary/american/booking?showCookiePolicy=true; The Online Slang Dictionary, adjective,
“cool. From predictive software used in cell phone text messaging. “Book” and “cool” share the same key sequence”; verb, “to
leave quickly.” http://onlineslangdictionary.com/meaning-definition-of/booking; Urban Dictionary, verb, “running really fast”  
http://www.urbandictionary.com/define.php?term=booking.   In the securities industry, it is an arrangement between a buyer and
sellers of stock option or futures giving either party the ability at a future date to determine the cash price of a forward sales
agreement http://www.investopedia.com/terms/b/bookingthebasis.aspCopies of the dictionary definitions are attached as Exhibit B.
Hence, by law, the primary meaning even of “booking” alone (which is not Applicant’s trademark) is not for travel services.
[2] For several years, Coca-Cola was deemed the world’s most valuable trademark.   It is now ranked number 3, behind Apple
(which is also generic name for a fruit) and Google. http://www.interbrand.com/en/best-global-brands/2013/Best-Global-Brands-
2013.aspx.
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